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Mail Stop: AF 

Hon. Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Dear Sir: 

In response to the Final Office Action mailed April 16, 2007 please enter the 
following brief in support of the attached Pre- Appeal Request for Review. A Notice of Appeal is 
also submitted herewith. 



Claims 1-1 1 and 14-20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over U.S. Patent No. 6,141,003 to Chor et al. (hereinafter referred to as the Chor patent). 
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I. Clear Error: No prima facie case of obviousness has been established 
because the evidence relied on by the examiner in taking official notice does not teach what 
is suggested. 

Claims 1 and 1 1 : The examiner in rejecting independent claims 1 and 1 1 suggests 
that having a remove icon in place of an add icon is common knowledge and in support the 
examiner relies on U.S. Patent No. 6,336,053 to Beatty (see for example the office action, pg. 2). 

The Beatty patent, however, does not teach a remove icon in place of an add icon. The office 
action cites Figure 1 1 and col. 27, lines 15-30 of the Beatty patent in attempts to show "a remove 
icon in place of [an] add icon" (Office Action, pg. 2). However, Beatty and the cited portion of 
Beatty does not describe or suggest replacing an add icon with a delete icon. Instead, the Beatty 
reference only describes multiple distinct displayed screens where one of the screens, the 
"machine login screen" of Figure 14, has both an "ADD button" 1022 and a "Delete button" (see 
Beatty, FIG. 14, and col. 27, Ins. 5-30), and a distinct and different screen, the "containers 
screen" of Figure 1 1, has an "ADD button" 1022 and a "RETIRE button" 1028. The portion of 
Beatty cited by the office action, i.e., col. 27, Ins. 21-24, in attempts to support the assertion of 
describing a remove icon in place of an add icon describes the "machine login screen" of Figure 
14, while Figure 1 1 also referenced by the office action is a distinct and different screen of a 
"containers screen 1000." There is no relationship with respect to the buttons or content 
available through these the "machine login screen" and the "container screen" and Beatty does 
not teach or suggest replacing the "Delete" button of the "container screen" with a "Retire" 
button, or replacing the "Retire" button of the "machine login screen" with a "Delete" button. 
Instead, Beatty at col. 27, lines 21-24 references Figure 1 1 in describing the screen of Figure 14 
only for the sake of simplifying the description of the screen of Figure 14. As such, the Beatty 
reference does not describe at least "a remove icon in place of an add icon" as claimed, and 
therefore, does not provide evidence in support of the suggestion that having a remove icon in 
place of the add icon is common knowledge. 

Therefore, Applicants respectfully submit that it is not common knowledge to replace 
an add icon with a delete icon as recited in the claims, and it would not be obvious to replace an 
add icon with a delete icon as recited. Thus, a prima facie case has not been established. 
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II. Clear Error: No prima facie case of obviousness has been established even 
if Chor and Beatty are properly combined because not all limitations are met. 

To establish prima facie obviousness of a claimed invention, all the claim 
limitations must be taught or suggested by the prior art (see MPEP 2143.03). The MPEP further 
states "Distilling an invention down to the 'gist' or 'thrust' of an invention disregards the 
requirement of analyzing the subject matter 'as a whole'" (MPEP 2141 .02). The pending 
rejections fail to demonatrate where the cited combination of references teaches the all of the 
limitations, even if, arguendo, the proposed combination of art is proper. Thus, Applicants 
respectfully submit that there is a clear error in the rejection as a prima facie case of obviousness 
has not been established. 

Claims 1 and 1 1 : Both the Beatty and the Chor patents fail to teach or suggest 
"displaying a remove icon in place of the add icon where the remove icon is selectable to remove 
the channel associated with the show currently being displayed from said memory when the 
current channel is stored in said memory" as recited for example, in claim 1 . The office action 
specifically admits that the Chor patent does not teach a remove icon and further does not teach 
"a remove icon in place of the add icon ..." (see at least Office Action, pg. 7). Further the Beatty 
reference does not describe or suggest "a remove icon in place of the add icon," and further does 
not teach "displaying a remove icon . . . when the current channel is stored in said memory" as 
recited for example in claim 1 . As such, the combination of the references does not describe or 
suggest each element in at least claim 1, and therefore, a prima facie case of obviousness has not 
been established. Therefore, the finality of the office action is in error. 

III. Clear Error: The Final Office Action fails to Address and Examine all of 
Applicants' claims. 

Claim 21 : Applicants respectfully submit that the final office action fails to 
address and examine previously added claim 21 . With regard to claim 21 the office action fails 
to present any grounds for rejection and further fails to mention claim 21 in the office action. 
MPEP §707.07(1) states that "[i]n every Office action, each pending claim should be mentioned 
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by number, and its treatment or status given." The office action fails to consider claim 21, and 
further fails to provide any response with respect to claim 21 . Therefore, Applicants respectfully 
submit that the finality of the office action is in error. 

Moreover, applicants submit that at least claim 21 is not obvious over the Chor 
patent. The Chor patent fails to teach or suggest a second menu as claimed, and further fails to 
teach or suggest a menu with a graphical portion and instructions superimposed over the show 
displayed in the graphical portion. Therefore, claim 21 is also not obvious over the Chor patent. 

IV. Clear Error: The Final Office Action and the Advisory Action maintain 
all rejections without addressing the substance of Applicants arguments at least with 
respect to claims 18 and 19. 

The MPEP specifically states, "Where the applicant traverses any rejection, the 
examiner should, if he or she repeats the rejection, take note of the applicant's argument and 
answer the substance of it" (MPEP, §707.07(f)). The office action fails to address arguments 
presented in the response to the previous office action mailed October 20, 2006, at least with 
respect to claims 18 and 19. As such, the finality of the office action is in error, and Applicants 
respectfiilly request that the rejections with respect to claims 18 and 19 be withdrawn. 

More specifically with regard to at least claim 18, Applicants respectfully submit that 
there is no teaching or suggestion in Chor at least to display a screen menu with a scrollable 
listing of channels and a graphical portion displaying shows corresponding to the channels during 
scrolling. Instead, Chor requires the user to click on the icon currently having focus in order to 
view the show corresponding to the channel stored in memory (Chor, col. 8, lines 39-67). The 
office action generally rejects claims 17-20; however, the portions of Chor cited in the office 
action do not describe a second menu having both the graphical portion and scrollable list with 
the graphical portion displaying a show corresponding to a channel in the list. (See also Response 
to Office Action Mailed October 20, 2006, pg. 1 1). 

Moreover regarding at least claim 19, Applicants respectfiilly submit that Chor fails to 
teach or describe at least the secondary menu including a description of the show corresponding 
to the channel in the list of channels stored in memory as recited by claim 19. The charmel bars 
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displaying the stored channels described by Chor are a set of linearly arranged actuatable icons 
associated with a particular stored channel and do not comprise a text portion providing a 
program description for the show corresponding to a channel stored in memory (Chor, col. 2, 
lines 39-41 and 48-50). (See also Response to Office Action Mailed October 20, 2006, pg. 11- 
12). Therefore, Chor does not teach or suggest all of the limitations of at least claims 18 and 19, 
and thus, claims 18 and 19 are patentable over Chor. 



CONCLUSION 

Applicants respectfully submit that there is at least one clear error that would overcome 
the rejection of at least one claim; therefore, Applicants respectfully request that the final Office 
Action be withdrawn. 



Dated: j^iy le, 2007 




Thomas F. Lebens 
Rei No. 38,221 
Attorney for Applicants 
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